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REMARKS 

Claims 1-7 and 18-30 were pending were pending in the present application. Claims 
1 8-20 and 29 were withdrawn from consideration. Claim 3 1 is added. 

Accordingly, claims 1-7 and 1S-3I are pending with claims 1-7. 21-28, and 30 are 
currently under consideration. 

Claim 1 is amended to further recite causing a sufficient amount of energy to conduct 
through th e selected media when contained within an instrument such that the selected media 
increases i n volume causing pressurized ejection of the selected media from the instrument 
into a targeted tissue site thereby applying thermal energy substantially equal to the heat of 
vaporization of the media to said tissue site. 

Claim 30 is amended to further recite a pplying a sufficient amount of energy through 
a fluid media when contained within a device such that the fluid media increases in volume 
causing a vapor media to propagate extracellularly in tissue. 

Claim 31 recites a surgical thermally-mediated therapy for treating tissue comprising 
causing a controlled vapor-to-liquid phase state change of a selected media by applying a 
sufficient amount of energy through the selected media when contained within an instrument 
such that the selected media increases in volume causing pressurized ejection of the selected 
media from the instrument at a sufficiently high velocity to penetrate a targeted tissue and 
propagate within extracellular spaces of the targeted tissue to create a lesion in the targeted 
tissue. 

Claim 3 is cancelled. Claims 4 and 5 are amended to correct dependencies. Claim 7 
is amended to reflect proper antecedent basis. 

Support for these amendments can be found throughout the specification as filed 
(specifically page 1 1). Support for claim 31 can be found in the specification, in claim 1 as 
originally filed and in paragraph [0051]. 

Amendment and cancellation of certain claims is not to be construed as a dedication 
to the public of any of the subject matter of the claims as previously presented. No new 
matter has been added. 
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Examiner Interview 

Applicant's attorney is thankful to the Examiner for the telephone interview of 
February 8, 2008. The participants of this interview included Examiner Peffley, and Sanjay 
Bagade (applicant's counsel). 

The parties discussed the references cited in the Office Action and in particular U.S. 
Patent 5,964,752 to Stone and particular U.S. Patent 5,891,134 to Goble et al. 

During this interview, the parties discussed proposed amendments to overcome the 
cited references including language regarding causing energy to conduct through the media 
or passing energy through the fluid media. The parties reached agreement that such a 
requirement is not found in the cited references. 

Rejection under 35 U.S.C. §102-1 

Claims 1-7, 21-24, 27, 29, and 30 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by as being anticipated by Stone (5,964,752). Applicant disagrees with the 
rejection. 

Applicant is unable to find any teaching or suggestion in Stone of causing a 
controlled vapor-to-liquid phase state change of a selected media by causing a sufficient 
amount of energy to conduct through the selected media when contained within an 
instrument such that the selected media increases in volume causing pressurized ejection of 
the selected media from the instrument into a targeted tissue site thereby applying thermal 
energy substantially equal to the heat of vaporization of the media to said tissue site. 
Applicant is also unable to find any teaching or suggestion regarding passing a sufficient 
amount of enemy through a fluid media when contained within a device such that the fluid 
media increases in volume causing a vapor media to propagate extracellularly in tissue. 

Stone teaches a device having relatively little heat penetration for imparting a desired 
contour to a surface.of articular cartilage in a joint, (see Stone: col. 1, lines 39-42; and col. 1 
lines 45-50). In addition, Stone teaches the use of a form having an applicator surface that is 
contoured where the contoured surface imparts its shape onto the cartilage, (see Stone: col. 1, 
lines 50-63). 

First, applicant is unable to find any teaching in Stone regarding passing energy 
through the media or conducting energy through fluid. Instead, Stone teaches a device that 
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turns fluid into steam upon contact with a heating element. The heating element turns the 
liquid to steam that escapes from the applicator, (see Stone: col. 3 lines 25-42). 

Second, Stone docs not teach pressurized ejection ofa media or causing a fluid media 
to propagate extracellularly in tissue. In fact, applicant believes that Stone teaches the 
opposite in expressing a preference to minimize heat penetration (see Stone: col. 1 lines 23- 
42). 

Applicant further notes that the contoured surface of Stone, as noted above, is 
opposite to the teachings of claim 6 prior to this amendment. Claim 6 recites a flexible 
working surface. The shaping device of Stone imparts a shape onto softened cartilage. 
Applicant believes that such a flexible working surface would not impart a contour to tissue. 

In view of the above, applicant believes that Stone fails to anticipate claim 1 or claim 
30 as well as each claim ultimately dependent from claim 1. 

In addition, claim 31 recites a surgical thermally-mediated therapy for treating tissue 
comprising causing a controlled vapor-to-liquid phase state change ofa selected media by 
applying a sufficient amount of energy through the selected media when contained within an 
instrument such that the selected media increases in volume causing pressurized ejection of 
the selected media from the instrument at a sufficiently high velocity to penetrate a taruetcd 
tissue and propagate within extracellular spaces of the targeted tissue to create a lesion in the 
targeted tissue . In view of the above discussion of Stone, applicant believes this claim is 
clearly novel over Stone. 

Rejections under 35 U.S.C. §102-11 

Claims 1, 2, 21-28, and 30 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by Goble et al. (5,891,134). Applicant disagrees with the rejection. 

Again, claims 1 and 30 now require: hv causing a sufficient amount of energy to 
conduct through the selected media when contained within an instrument such that the 
selected media increases in volume causing pressurized ejection of the selected media from 
the instrument into a targeted tissue site thereby applying thermal energy substantially equal 
to the heat of vaporization of the media to said tissue site; and passing a sufficient amount of 
energy through a fluid media when contained within a device such that the fluid media 
increases in volume causing a vapor media to propagate extracellularly in tissue and allowing 
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the vapor media to undergo a vapor-to liquid phase state change and release thermal energy 
in the tissue. 

Goble leaches heating fluid in a distensible bladder (Goble Pigs. I -8). In Figs. 9A- 
9C. Goble teaches use of an expandable cage to replace the bladder (see Goble col. 1 O.lincs 
61-67). In the latter variation, Goble teaches application of fluid at a low pressure to prevent 
forging fluid through the uterine wall to avoid thermal damage, (see Goble col. I I. lines 5- 
22). 

Clearly, Goble fails to teach or suggest applying energy through a medium, or 
conducting through a fluid such that the medium expands in volume to result in pressurized 
ejection into tissue or causing vapor media to propagate extracellularly in tissue. In addition, 
Goble does not teach causing a controlled vapor-to-liquid phase slate change of a selected 
media by applying a sufficient amount of energy through the selected media when contained 
within an instrument such that the selected media increases in volume causing pressurized 
ejection of the selected media from the instrument at a sufficiently high velocity to penetrate 
a targeted tissue and propagate within extracellular spaces of the targeted tissue to create a 
lesion in the targeted tissue. 

In view of the above, applicant believes Goble fails to claim 1, claim 30, and claim 31 
as well as any claim ultimately dependent from claim 1. Applicant requests withdrawal of 
this rejection. 

Judicial Double Patenting - 1 

The Office Action rejected claims 1-7, 21-28, and 30 under nonstatutory obviousness- 
type double patenting over claims I - 1 7 of U.S. Patent No. 6.669,694. claims 1 -20 of U.S. 
Patent No. 6.91 1.028. and claims 1-23 of U.S. Patent No. 6,508.816. 

Applicant disagrees but to expedite prosecution of the subject application, applicant 
submits appropriate terminal disclaimers. 

.Judicial Double Patenting - II 

The Office Action rejected claims 1-7. 21-28. and 30 under nonstatutory obviousness- 
type double patenting over claims of co-pending Application No. 1 1/244.329 and 
Application No. 1 1/329,381. 
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Without commenting on the merit of the double patenting rejections: Applicant notes 
that under MPEP §804. if a provisional double patenting rejection is the only rejection 
remaining in an earlier filed application, then these rejections should be withdrawn in the 
earlier filed application. 

Upon the indication that the above references co-pending applications are in 
condition for allowance, applicant shall (if required) submit appropriate terminal disclaimers 
in the subject application. However, applicant believes that the claims in the subject 
application are in condition for allowance given the amendments made herein. As a result, 
Applicant requests that these rejections are withdrawn since this case is the earlier filed 
application. 
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CONCLUSION 



In view of the above, each of the presently pending claims in this application is 
believed to be in condition for allowance. Accordingly, the Examiner is respectfully 
requested to withdraw the outstanding rejections and pass this application to issue. If it is 
determined that a telephone conference would expedite the prosecution of this application, 
the Examiner is invited to telephone the undersigned at the number given below. 

In the event the appropriate fee and/or petition is not filed herewith and the U.S. 
Patent and Trademark Office determines that an extension and/or other relief is required, 
Applicant petitions for any required relief including extensions of time and authorize the 
Commissioner to charge the cost of such petitions and/or other fees due in connection with 
this filing to Deposit Account No. 50-3973 referencing Attorney Docket No. 
TSMTNTOOIOO . However, the Commissioner is not authorized to charge the cost of the 
issue fee to the Deposit Account. 



Respectfully submitted, 




Registration No. 42,280 



Customer No. 40518 

Levine Bagade Han LLP 



2483 East Bayshore Road, Suite 100 
Palo Alto, CA 94303 



Direct: (650): 242-4212 
Fax: (650): 284-2180 
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